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AQREEMENT

AGRERMENT made this fourteenth day cf February,

’

1952, by end between R & V SPECIALTIES CO., TNC., a Massa-

'y . — ~ 4 -— 4. 4. " oA
3 cocrporaetion, Raving 103 proinclilpel olfflce at

[

L

Walpole, Massachusetts (hereinafter called "Speclalties™),

and’ P. LORILLARD COMPANY, a New Jersey corporation, having

1ts principal office and place of businesas at 119 West _— —

40th Street, New York 18, New York (hereinafter called
"Torillard”);

WITNESSTETEH: e

WHEREAS, Specialtiea has acquired special knowl-
"ﬁge and technique relating to the construction and manu-
“lacture of filtering materials comprising mineral fibers

dispersed in a flbrous vehicle, particularly adapted for re-

moving solid and/or liquid particles from gsseous streams; . -

end
WHEEREAS, Lorillard is in the business of manufac-
turing tobacco products and nas acgulred spoclial Tsolmigu:
in the blending of tobaccos and knowledge as to the optimum
proportions of solids and volatile 1icuidas in tobacco zmoks
to afford satisfaction to the smoker; and
| WHEREAS, the'pﬁfties“hﬁve cooperated with each

other in the ressearch and development of certain processes
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- as hereinafter defined (herelnafter referred to as “the
processes"); and
‘ WHEREAS, Specialties and Lorillard jointly own the
centire right, title and interest in and to (1) United States

— - —

patent application Serial No. 260187, f1led December 5, 1851

'IJ

by Harold W. Knudson for Tobacco- Zmolka PIl2ier, and in and *n

the inventions disclosed therein and (2) an application about— - -—
. to be filed by Harris B, Parmele for a United States patent

';éovering a method of making filter means as deacribed in

clauee'(z) of the definition of processes in thi'roiibiing
paragraph 1 (a); and

WHEREAS, the parties desire to exploit the Jjoint
ownership of the processes and/or of the inventions disclosed
in the aforesald patent appiication and of the hereinafter
defined mutual "knoﬁ-bowa.

NOW, THEREFQRE, in consideration of the premises
end of the mutual promises and undertakings herelin contained,

the parties agree aa follows:

1. Definitions:

(a) The term "procegaes”™ ag uzad herain snall
mean (1) the. adaptation of filter means for treating or con-
ditioning of tobacco smoke to the end of rendering 1t less
1rritatiﬁg or toxic without objectionably impeiring the de-
sirable qualitieas, such filter means comprising mineral
fibres having for the moat part dismeters approaching that of

' —~'..: ‘the smoke particles to be removed, these fibres being sub-

~
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y = Stantially uniformly distrituted in a loose, uncompact fash-
"ion in carrier rlbfes of substantlally greater diameter, the
latter being present in predominant proportions; and/or (2)
a:gethod-or rmaking filter means c&mpriaing interleaving a
plurality of elongated laysers of ;1broua material and papex
S0 ferz a sirip composed of Ifive layers, more or ioss, al-

- multaneously infolding the lateral edges of said strip uo
cause the lateral edges t§ overlap the center portion of the
'stfip, curling thé infolded edgss upon themselves to form a
rope of substgntially "c-shaped" cross~section, circumfer-
entially confining the rope'to shape it into substantially
circular cross-section, wrgpping the rope in a paper cover
and severing the covered rope into cylindrical filter units.

" (b) The term "inventions" as used herein
shall mean‘and include the subjectis matter disclosed and
claimed in said United States patent applications and any
United States patent or patentas that may issue thereon end
any and all further United States patents or applicationa
for United States patents heretofore or hereafter filed Te-
lating Yo or useful in connection with the subjects matter
disclosed in said United States patent applicationé {includ-
ing, tut not limited to improvements as defined in péragrhpb“” T
(d} of tbis article 1), which are ownsd or acquired by
Specialties or Lorillard, or which either of them has the -—-

right to acquire, during the term of thlis agreement.
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(c) The term'"know-hHow" &3 used herein shal]

mean and include all information and data, knowledge and

technique Of every kind and description in each party's pos-

-sassion, Or acquired by it during the term of this agreement,

Ancluding ell Teports, designs, drawings, sketches, notes

and other matériai relating to the mixing of ingredients for

L + 4 -
the mznufecture o2 212ca-ine matarials far wza 40 transinc

1%

or conditioning tobacco smoke, the proportioning of such

'::iltering materials to remove & predetermined proportion of

"solids and liquids from such smoke, the assembling snd form-

ing of such filter material into a filter or plug, and any
and all other knowledge and technique relating to the rilter-
ing of tobacco smoke and the ccmbination of tobacco smoke
filters with tobacco producta.

(d) The term "improvement® as used herein
shall mean any improvement in the processes and/or the in-
ventions or any of them which are omed or acqui red by
Speclalties or Lorillard, or which sither of them has the
rignt to scquire, during the term of this agreement,

(o) The term "tobacco use™ aa uased herein
shall mesn the uss of the procasszes, invTsatlons, =Znov-oLov,
and/or improvements for treating or conditioning tobacco
smoke from cigarettes, clgars, smoking tobacoo, pipes, clzar-
etts snd cigar holders and asimilar devices.

(£). The term "non-tobacco use™ as ussd here-

in shall mean any use of the processes, inventions, know-how,




and/or improvements cther tham that éefined tn Paragraph
1 (s) hereof.
| 2. Full particulars of any lmprovement applicadp],

‘to tobacco use, shall, upon recognition of such applicaby].

‘ity, be submitted promptly, by the party making or fcquir.

ing the sams, to the other party, whethsr or not ‘the Improve.

ment 18 deemed patsentable, suck particulars to fncluds wwio

ten descriptions and drawings where necessary to an under.

“standing of the improvement and in the case of a patentadle

E improvement the particulars shall be submitted to saild othar

party prior tc the riling of & patent application thereon,

to the end that the Qaid other party may have the opportunity
to propose the incorporation of modificatiens which shall
not_be unreasonably rejected by the party subtmitting such
particulars.

3. Specialties and ILorillard each agrees to use
its best efforts to require its officers, employses and
agents to disciose to 1t all know-how acquired by them and
to disclose and assign to it all inventions or improvements
made or acquired by such officers, employees or agentsa.

2 thils agreamansg,

O

4, Forthwith upon exscution

and thereafter throughout the term of the agreement, each
party agreea to disclose to the other all "know-how" in its
possession or acquired by it, and, subject to the provisions

of paragraph 17 hereof and except as otherwise provided here-

in, to maintain to the best of its reasonable ability the
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said mow-how acquired bty 1t {rom the other party &nd {ts
own lkmow-how confidential, except es to the other party, pro-
vided that neither party shall be responsible to the other
party under this parsgraph 4 for any information which may
p; publiéhed in & patent relating to the inventions.

5. Specialties and Lorillard each agrees to'pay
ona half of any rsasonable costs, prescribed fees anad neces-

sary expenses incurred during the term hereofl 1in connection

" with the filing and prosecution of United States patent ap-

-plications for the inventions, provided that neither party

shall beée required to share any costs, fees or expenses in-
curred prior to September 1, 1950.

6 (a)s Specialties and Lorillard each agrees to
assign and does hereby assign to the other an 1rrevocab1e,
undivided one baif int?rest in and to the 1nventio$s so far
as not already jointly owned, and any and all improvements,
and Specialties and Lorillard sach agrees to executé end de-
liver to the other such further documents as are or may be
necessary or desirabdble for the recordiﬁg of said asaign-
ments, said documents to be'delivered promptly upon request

agp = > »

cf either perty, or upon theo 2Liing 2f an epplication for
United States patent, or within ten days after acqnisition
from & third party of any such invention and/or improvement,

as the case ma& be. Provided that if such acquisitioﬁ by

either party is by purchase, the obligation to assign to the

other party under this paragraph 6 (a) shall be conditioned
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upon the latter's paying one hall the purchase cost. T

elther party shall not elect so to pay &nd become a joint

owner of such purchased invention or improvement, it shall

Qeverthelea: cantinue to enjoy its full rights and privi.
leges under this agreement except with respect to such pur-
-chased invention or inprovement; provided that ownership. of
sucb purchased invention or improvement by Specialtio? alone
snell not De asszerted In deroczatlieon of any rights of Loril-
lard hereunder in the.tobacco use‘riald, and such ownership
j~by Lorillard alone shall not be asserted in derogation of
any righta of Specialties héreunder (1) in tbo.gon-tobacco
use field or (2) in connection with the manufacture for and
sale to Lorillard hereunder of material for tobacco uss.

& (b). Nothing in this contract shall be deemed
to limit in any way Lorillard'’s right to sell and have sold—_~b. B

for it throughout-the world products for tobacco use made in

the United States'embodying the processes, inventions and/or

e s - e ——

improvements or & like right in Speclaltles in reapsct of
products for non-tobacco use.

7. Rither party shall have the right to mako.aﬁ:m—
plication fcr foreign Latters Patent relating to the inven-
tlons. The party so dssiring o maks epplicitlcn snall
givs the other party thirty (30) daya' notice in writing to
that effect, snd shall indicate whether manufacturing or
licensing under such patent 1s contemplated in the near

future. If the party to whom such notice is directed ad- -
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vises the other party in wrlting within twenty (20) days

after receipt 6f such notice that it desires to partici-

™

pate in such application, then the partles shall ve joint

Pﬁners of such foreign application and any pstent that may

{'ssue thereon, and the costs of filing and prosecytingksuoh

foreign application and meintaining any patent issued thereon——. __
shall Ma sherad egually by the parties, and any royalties or
.assignment considerationsa derived therefrom by elther or boin

. of the perties shall be divided equally; provided, however, _._ _
that no licensp.under such jointly-owned forelgn_Letters
Patent shall be grantsd by either party without the priqgm“____

written consent of the other, which consent shall not be un-

reasonably withheld. If the party to whom the aforesaid

notice of intention to make application for forelgn-Letters

- —— -

= Patent is directed fails within said twenty (20) day period
to slect to participate in the filing of such application,
the party ziving notice, subject to the following provisions

of this paragraph, shall thereafter be entitled to sole B

ownership of the foreign application and any patent that may

be issued thereon. Prior to manufacturing under or giving -

licenges under sny foral

n opatoant wnich Lo not fointlT cwnaed,

m

the party owning the same shall give the other party not
less than thirty (30) days! prior written notice cf 1ts in-
tent so to do aﬁd of the original cost of acquiring such
patent and, 1f the party to whom such notice is directed Iin-

forms the other;party in writing within twenty (QO)Hdaya
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after recelpt of such notlce .of its desire to becoms 4 joint
owner of the patent in question, then the ovner of such

patani shall thereupon assign an undivided one half interest

-therein to the other party and the latter shall pay one helf

‘of such origiral acquisition cost; and thereafter the provi.

sions of this paragraph as to royaltles and assignment con-
siderations - ahall apply to such patent.

a

8. Zach party &grees TC ccontrizute ony nhall =of

'-any and all amounts heretofore, subsequent to September 1,

1950, or herearftar from time to time mutually determined by
Specialties and Loriliard to be necessary to develop the use
of the processes, inventions and/or improvements in th$ nak-
ing of tobacco smoke filter material and/or to acquire, set
up and expand on the premises of Specialties the necessary
piant, facilitises, machinery and equipmént for manufacturi;;—w.

such material as recuired by Speclalties to fill orders from

Lorillard for such material.

9. Except as otherwise in this paragrapnh proviéed,
titie to any and all plant, facilities, equipment and machin-
ery purchased pursuant to the provisions of parégraph é-gﬁéiim
vs in common in Specilalties znd Iorillard. Such plant,
facilities, machinery and ecuipment ars nersinalinr 5q§323331_h‘_
referred éo as the "jointly-owned" property and shall be de-
preciated on a ten~year basis. Title to any wuilding or
buildings or leasehold improvements acquired, bullt or used
under paragrapﬁ 8 shall be in Specialties, and Speclaltles

shall repay to Lorillard its one helf contribution to the .——.__

— .



cost thereof in equal instellments over a [ive-ysar perioq.
3y Reasonable interest on amounts so repaid by Specialties to
k. Lorillard may:be included by Specialties in determining the
cost of mater#al to Lorillard under thils contract.
) 10. vSpecialties shall have the right to use any of.
the jointly-owned property for noﬁ—tobacgo use at.-any time
and from time - to time when such use doess not interfere with
tha £i1Ying of crders from Lorillard for tobacco =moke filter
'material, which are not unreasonably in excess of order:(rea_
“.sonebly forecast by Lorillard at the tiﬁe when orderé}for nomn-
tobacco use are taken by Specialtioa. It is un®erstood ¢that
the jointly-owned property shall, at the option of Specialties,
galso include all machinery and equipmént for making the filter
or mouthpiece. All of the jointly-owned property not orig-
inﬁliy ingtalled on thé premises of Specialties shall at the
option of Sbecialties, as soon‘as reagsonably practicable, Dbe
installed on Specialties! premises for operation by Special-_ _  __
ties., | |
11. Specialties will pay Lorillard & reasonable
rental for the use of its one half of the jointly-owned.. .. _
property for sucﬁ time and to the extent that it is used in
tna menulZactuTsy of mavterlal Jor o ooTnarz Tnan Loviliart

ohly if Lorillard is not sharing in a royalty or other like

benefit from the selling price to, or uss of such material

by, such others. —— -
. 12. Each party covenants and agreea with the

other party that it will not grant any exclusive license or

10 ' -
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" authorized and provided.

any exclusive other right to'any ore to use the pProcesses,

inventions and/or {mprcvemsnts ror the tobacco or non-tobacco

use.

13. Each party covenants and agreea with the other

;party that 1t will not itself use, nor grant any non-sexclu-

sive license or right to any one else to use, the processes,
inventions and/or improvements for the tobacco use or ths non-

tobacco use except as hereilnafter in this agreement expressly

14, For the period of five years from the date here-
of, (1) the tobacco use of the processes, inventions and/or—- - . —.
improvements and the jointly-owned property shall be limited

to the manufacture of tobacco smoke filter material by

—

Specialties for sale to and purchase, use and re-sale by
Lorillard; (2) the non-tobacco use of the same, and the sale
of meterial therswith made, shall be as determined by Special-
ties in accordance with tiie provisions of this contract; ard
(3) no license shall be granted by either party for either

the tobacco use or non-tobacco use of the processes, inven-
tions and/or improvements without the express prior written
conzent pf the other parti.
15. Rach of the parties covenants and-agreeﬁ with

the other party that during said period of five years frozm

" the date hereof it will méke every reasonable effort to util-

ize the processes, inventfons, ¥now-how and/or improvements
so far as the tobacco use is concerned ¢o the mutual advan-

tags of both parties.
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16. From and after the expiration of the period of

{ive years from the date hereof and subject to the provisions

of paragraph 17 hereof, sach party may itself exercise elther

-.-or both the tobacco or non-tobacco use of the processes, in-

,ventions and/or improvements without payment to the other,
Lorillard may grant non-exclusive licenses for the tobacco
use and Specialtles may grent non-exclusive licenses feor ths

non-tobacco use. Licensss granted under this paragraph shall

" (1) be for a term no longer than the term of this agreément;

" (2) provide for a reasonable royalty at rates agreed upon by

both parties or, if they cannot 3o agree, at rates detarmined
by erbitration in accordance with the provisions of this agree-
ment; and (3) be in such reasonable and ususl form as the

partiss shall determine upon or as the arbitrators shall fix

— —_—

in case of disagreement. All royalties recei%ed under any
licenses given under this paragraph, over and above the cost

of collecting the same, shall be divided equally between the

parties.

17. Specialties covenants and agrees with Lorillard

that, after the expiration of said five years from the date

hereof, but subject to the following provisions hereof, Speclal-

Lmen ey YN o~ e
PACWw LT )

L

ties will no% usw either ths procssssa, inventicn:s w-nod,
iﬁprovements, or the Jjointly-owned property for the manufac-

ture of tobacco smoke filter material for anyone other than
Lorillard so as to interfere with the filling of any orders

from Lorillard for such material. Lorillard covenants and

12
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agrees with Speclalties that, after the ©XPiration of saiq
five-year period, only to the extent and at the time op times
when, Lorillard's orders for such material from Specialties

txceed the capacity of both the Jointly;owned property and - --

'any othsr equipﬁent that Specialtlies may then have suitable

for production of such maeteriaml, will Lorillard use the
procssses, inventlons and/or lmpreovements to manufacturs such

excess tobacco smoke filter materiel or will Lorillerd havs

"such excess tobacqo smoke fllter material manufactursed for it

by others than Specialties, in which caae,know-how may be

-

disclosed to such others to the extent necessary for such
manufacture, Provided that after the expiration of said
five years Specialties shall have the right to use the
processss, inventions, know-hov,.improvementa and jointly-
omned property for the menufacture of tobacco smoke filter
material for domestic buyers other than Lorillard or foreign
buyers hélding licenses at the expiration of sixty days after
notice to Lorillard of its intention to do so if Lorillerd
fails to gZive Specialtlies an order within 5aid,sixty-day pe-
riod for a sufficient quantity of tobacco smoke filter mate-
rial to utilize the capacity cf the Jointly-owned propertiy
for a reasonable time, not less than ninety days, proviled
further that Specialties shall Havo the right to fL11 arny
orderas or complete any contracts for the manufacture of
tobecco smoke filter material for any one other than Loril-

—— —

lard which it has accepted aftaer the aforesaid sixty-day
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perlod in order to meintain .the aforesaid capacity, provided

that Lorillard will not at any time when Specialtiaes s using

the jointly-ownod property for filling orders from “others — -
than Lerillard increase its orders matesrially beyond the trend
',of its then order pattern without giving Specialtiaa at least
ninety days' notice of such Increase, provided éﬁat Specialties
shall at all times after such five-year period be free to use
the processegi inventions, \mow-how and/or izmprovements in the
£1illing of any orders for the tobacco or non-tobacco use in
connection with plant or facilities not Jjointly owmned with Loril-
lard. In thé event that Speclaltlies 3ells such tobacco smoke
filter material to others than Lorillard at & price lower than
that provided in paragraph 19 hereof, Lorillard shall have the
benefit of such lower price at the time such lower price bde-
comes effective.
18. Specialties agrees that the tobacco smoke filter
material delivercd by it to Lorillard will be of the quality
of the specifications for such mgtcrial from time to time mu-
tually agreed upon betwesn Specialties and Lorillard and that
Lorillard shall have the right to reject and receive credit for
any tobﬁcco amoke filter material which is not of such quality,
and nelthoer party will unrosascnaly selusy CO agrss o Cllange
in the specifications which do not materially alter its obliga-
tions hereundsr.
19. Subject to all applicable governmental regula-

tions, both parties agree that the price to be paid by Loril-

14
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-on any and all orders of Lorillard hereunder during the first

"ried, either party may from time to time by wrltiten notice to

lard to Specialtlies for tobacco smoke filter macterial (gng

.

filter units, which shall for purposes of this contract p,

_deemed included in the terms "tobacco smoke filter material ")

f1Z7¢sen months of the term of this agreement and thereafter

until changed es heresinafter provided, shall be the cost to
Speclalties of said tobacco smoke filter material divided by _

T After the expiretion of the aforesaid fiftesn-month pe-

the other request s revision of the aforesaid pricing me thod.
All such matérial shall be on terms of net 30 Jayé, f.o.b.
voint of manufaéturo. In the event that the parties are-une___
able to agree on a revised pricing method or on the accuracy
of .said cost, then said method or cost shall be determined by
groitration in accordance with the provisions of this agree-
mant. A revised pricing method, whether determined by agree-
ment of the parties or by arbitration, shall however be subs T
Ject to further revision only after a reasoﬁabla time, and no
revision of the pricing method shall in any ovent take effect
retroacﬁivelyf

20. Spactaltiss undertakes to scquire all raw mate-
riels used in connection with the fulfilllment of thils contracs
at the most favorable prices possible and also undertakes to
keesp all other costs and expenses affecting the price of the

filter material under this agreement as low as ls consistent

with sound managerial policy. Lorillard shall have the right
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items,

to inspect Speclalties' books and records as to coscs and
expenses at all reasonable times or, at Lorillard’'s option
Specialties will furnish quarterly statements of such

2l. In the event that any action or suit for

patent 1nfr1nge£ent is brought egainst either o both o?

the parties with respect to the tobacco use of the processes,
inventions or improvements, the expenses cf defending such

litigation and any damages recovered against either or voth

of the parties as a result of such litigation shall be borns

‘of settlement of such litigation is tendered by the plaintiff

by the parties equally. Nelither party shall make any ;;ttlo-A

ment of such litigation without the pricr written consent of

the other party, provided, however, that if a bona fide offer

or plaintiffs in such litigation to either or both of the

parties, each party shall within ten (1Q) days notify the =
other party in writing as to whether Lt deema such offer of
settlement to be acceptable, and 1f such offer of settlesment
is acceptable to one but not to both of the partigg, such
offer of settlement shall De rejectod; but the party to whom
such offer of settlement was acceptable shall forthwith de-

- < . v A b .
o3it in eszscrow with Thn2 at

ct

.
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‘A

offer of settlement was not acceptable a sum equal to one
half of the damagos contemplated Dy such offer of settlemant,
and the party to whom such offer of settlement was not accept-

able shall bear all of the expenses in defending such litiga-

16
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tion incurred after such rojection, shell have the sole right
to accept or rojeét any subsequent offer of settlement and
shall bear and satisfy all of the damages, if any, recovered
.against_cithor or both of the parties, either by means>or a
"subsequent settlement or of a final Jjudgment in such litiga-
tion, and the sum held in escrow by the attorney; fof-tho

party to whom such offer of ssttlement was not acceptedls shall
bve utilized b&'them fifst to apply to or satlsfy to the full

" extent of such sum, 1f roquired, the amcunt, Lf any, of the

v

" damages rscovered against slthsr or becth of thc_partics v
means of such subsequent settlement or such final judgment
and thereafter to pay over to the party to whom such offer of
settlement was not acceptable &ll or the balance of such sum,
if any.

22, If during the life of this agreemeont either
party believes that any patent on an inventlion or improvement
is being infringed, such party may by written notice call
upon the other party to join with it in bringing and prosecut-
ing an action or suit for such infringement against those
responsible therefor. If the other party within ninety (90)
o nohtcns aletta ta e

- R ¢
v 27 -

or

- - [, 4
v S CJ 0 T Col

<

I3l

'

“ -

in the institution of such litigaticn, tie acticn cor sultc shall
be brought in the nams of both partles, the expenses and cosls
of such litigation shall be borne by the partles equally, and

the net amount of all damages affirmatively recovered by the

parties by means of such litigation shall be divided between

17




them equally. S the other party does not so elect within

the aforesaid period of ninety (90) days, the party giving

such notice may itself institute such litigation in the name

. of either or both parties, as it may deem desirabls, but the

expenses of such litigation shall be borns solely by such
party, and the damages recovered by such l1ttigation shall 5e-
long solely to such party. Such party shall indeﬁnify and
save harmless the other party from &and agelinat any Zamagss
resulting from either recoupment, counterclalm or separate
suit 6r action thereafter filed or brought either difectly

or indirectly by the defendants named in such Iitigation
against either or both of the partles.

23. Lorillard agrees that it will indemnify end
save Specialties hammless from énd against all damages, costs,
expenses and liabilities arising from or caused by or in any
way connected with any claims, sults, actlons or proceedings
of any kird whatsoever which at an§ time may be made or
brought by any natural or corporates person or persons alleg-
ing any misrepresentations by Lorillard as to the tobacco
smoke filter material sold by Specialtles to Lorillard here-
under or any harmful effscts of any finished products sold

-

Lorillard, provided tcat thly L mnl

D

oy

extend to claims or liatility in connectiocn with which '
Specialties shall have been fully covered and indemmifled
by manufacturers! product-liablility insurance. Specialties

agrees that it will maintain and keep in force such product-="—"

18




1)

11ability insurance as Lorillard shall speciry (so fran .
) 3

same 1is obthlnable in sound insursnce companies), and

Lorillard sgrees that tﬁe cost thereof may be included in

computing the ccst of the meterial under paragraph 19 hers-

of.

.

24, Both parties agres that all original documonts
ralating to thg procezses, inventions and/or imprbvcmonts
‘=ghall be kept in the custody of Specialiles at Its orlice,
.«or such other place as it may think proper, provided that
Lorillard shall have custody of original assignments by
Specialties to it of inventions and/or improvements as pro-
vided horQin, ard sach party may at any time have access to
the documents held in custody by the othser and may at any
time make or have made copies of the same.

25. This agreement shall in no way be construsd
gas creating the relationship of prinéipal and agent or part-
norship or joint venture betwasn the parties hereto. Neither
party shall pledge or have the right to pledge the credit of
the other, or be responsible for the obllgatioﬁs or acts of—
the other.

25, YNasither party snall ssl) or assiz, 1n whola

or in pert, to any third party fts rights under thls szoon-..

ment or its intersst in and %o ths processes, inventions
and/or improvements, without the prior written consent.of _
the other, which shall not be unreasonably withheld, and if

the parties cannot agrees on the conditlons of such assign-

— .
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ment, the same shall be determined by arbitration as Pro

vided in this agreement.

— ——

27. In case either of the parties, during the

term of this sasgreement, but not before termination of five.

yeers from the date hereof, shall be of the opinion that

the same 13 not likely to prove remunerative and shall be
desirous of abandoning the s&amwe, Tut tho otiZer party shall
desire to preserve 1ts rights with faspect to the brocéggé;f
inventions and/or improvements, the said first-mentioned

party may, by notice in writing to the other paxrty, declare

hts intention of abandoning the same, and this agreement
shall thereupon terminate, and the party giving such notice
shall not be under any further liability ;itn respect to
obligation& arising thereafter, and -the processes, inven-
tions and improvements shall thenceforth be the absolute
property of the party to whom such notice shall be given,
and such assignments and other instruments shall bes exscuted
es shall be necessery or appropriate for effectuating the

same.
28. If during tﬁe term hereof any process, in-
vention and/or Lfmprovement shnall no noald or Zoclured Dooan
unappealed or unappealable ordsr, Jjudgnent or dscree cf a
court of competent jurisdiction to infringe upon Letters

Patent i1ssued to any ons other than the parties hersto,

this agreement shall, 1f the parties are unable to secure

~a license on terms mutually satisfactory to both of. them,




forthwitn terminate as to suqh process, invention and/or
Ci' improvement, except as to ths rights and obli{gations of
- the partles theretofore accrued or incurred hereunder,
29. Ilorillard for the tobacco use and Special-
‘ties for ths non-tobacco use shall have the right to adopt

such trade-marks and trade names for the material as sach

may dessire and to have such trade-marks and trade namos

O
'J.

registered in the United States Palent CIfice, end

"of the parties may use any of the trade-marks or trade
"names adopted by the other party without the written con-
sent of the oéher party. o
30, Unless and until soonsr terminated by agree-
ment of the parties or pursuant to the provisions of either
.paregraph 27 or paragraph 28 hereof, the term of this agree-
- ment shall extend for the 1ife of the last to explre of any
United States patent which may bs 1ssued on any of the fhvermr=— —
tions, provided, however, that 1f no such Unitgd Statss pat-
ent shall be issued, this agreement shall continue until the
expiration of twenty (20) yeérs from the date hereof in—conz—- -—
sideration of the mutual know-how of the parties and their
jolnt ownerahlp ol the oreoc2ssaa.
3l. Upon termination ol this agrosement Jor any
cause whatsoever Specialties and Lorillard shall each have

an option for sixty (60) days from the effective terminatidn

dats to purchase from %be“other sald other's one-half inter-

sst in the then jointly-owned property at a price acceptable




by said other. Upon notice from one party that it desir
' os

to exercise its option to purchase the said property at 4
o price stated in fhe notice, the other party shall have a pe.
‘riod of thirty (30) dafs in which to accept the offer or
smake & counﬁer~orfer which in turn shall be accepted within
thirty (30) days or auﬁarsedod by a counter-offer :roﬁ saigd
one party, but if said'counter-offer from said one party is

3 ~
no% azcceptad within thirtw (30) dews By zald other -aco—

s

:'\j

- the negotiations shall be deemed to be terminated by default.

. If neither Specialties nor Lorilllard exercises such optioenm,
or-the'negotigtions are terminated by default.ag.afbresaid,
the jointly-owned property shall be sold at private or public
sale, as the same may be mutually agreed upon'betveen the
parties, ard either party may bid at any such public sales,
and the net proceeds of either such private or such publie .. _
sale shall be divided equally between the parties. Pro-
vidéd, howevar, that both partiea agree that in exercising
their rights under this pareagraph, they will cooperate with. . .__. __
one enother to the end that so far ss practicable all unfilled
orders that either party may have which require the utiliza- — °

tion of the jointly-owned property may be completed prior to

i B - - - - T N -4 ~ea = e - -
mmy moavyglarn 0 Thiola o otns tolntluenmad oo e T.
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all-cone—m-v—no

32. Tas partles hereto agres that any an

ot
ot

troversies which may arise between them with respsc o tzls
agreement shall be determined by arbitration in the following
'manner: Fither party hereto may request arbitration by giv-

" ing written notice to the other party, such notice specify-

SN
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™

ing the controversy to be submitted to erbitration and. deayg
nating one disintsrested arbitrator. Vithin ten (10) days

from the date of mailing such notice, the other party, by

‘written notice to the party requesting the arbitration, shall

.designate a disinterestsd arbitrator, and the twe arbitraiors

so chosen shall within rfive (3) days thereafisr choose a third
disinterested arbitrator. If the two arbltrators cdesigiated

by the partiss shall within said S5-day period fall to sf

Dclis

.a third arbitrator, either arbitrator already appointed shall

" . have the right, upon not less than five (5) daya'! written

nétice to the ‘other arbltrator, stating in such~;otice the
time and place at which the application is made, to make ap-
plication to the American Arbitration Assoclation for the ap-
pointment, of a third arbitrator, and an arbitrator so ap=-
pointed shall have the same standing and power as though he
had been seasonably appointed by the two arbitrators first
appointed;' If within ten (10) days after recelpt of notice
of the request for arbitration the other party shall fail to
appoint a second arbitrator, the party requesting ths arbi-

tration shall have the right, upon not less than five (5)

daye! wvithen w-s1- T R R -o- =t
ths Time &and place at which ths epplilcaticn Ls mals, Lo
application to the Amerfcen &rbitresicn Asscciasicn 727 &n- T

pointment of such second arbitrator, and a sacond arbditrator
30 appointed shall have the same standing and power as though

De nad been seasonably appointed by the second party. The T
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™~

three arbltrators chosen as hereinbefore provided shal)

give notice in writing to both partiea hereﬂo of the date
set for a hearing of the controversy submittsd to arbitra-
tion, which hearing shall be begun as soon as possible after.
the arbitrators have been chosen. The award or decision or
such'arbitrators or of a majority of them shall bs made and
rsported in writing to both parties herste within sixty (60)

o e et —n e — —

2
s hatd ~
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- LR . oo 4 -4 - R -~ -
days after tho tTormination ol suclh ozer

‘and reported to any court having jurisdiction within one year

"f:om the date of the sulmisszion or within such further time

g8 the court may upon application of the arbitrsfors allow, 7™ -—
the judgment thereon shall be final, Any such award or de-
cision may include reasonable compensation and expenses of— .
the arbitrators to be apportioned as provided in such award

or decision, and shall be conclusive and binding upon both

———— s

parties hereto. If either party shall fail, neglect or re~ —
fuse to appear at the hearing fixed by the arbitrators, they

may ect in the absence of said party. It 18 further cove-

nanted and agreed by both parties hesreto that they will act

and proceed in all respects in accordance with the award or

Ce o ———

Saciaion 5f Lhas arhitrabaras and that {f such award or de-

cistion shall £ind any =onoy ToO T3 DAaTaldls Ty ooy DalTY N0

the other, they will forthwith pay eny aad all sums which
shall be found to be dus from them Iin accordance with any
such award or declsion. Breach of any award or decision

of the erbitrators, or of a majority of them, or of any

24




épecified by written notice to Lorillard in the manner hers-

judgment of a court of cqmpctcnt Ju}isdictién entered there-
on, shall, in addition to Quch 6Ehe; rights and remedies as

the injured party may haéa, be deemed to bs a breach of this
;éroement~»

33. Any notice herounder shall be deemed duly 51vén

.1f mailed by registered meil, postags prapaid, in ths case of

«Q < S e A iy . L Lo e, - Ty Y e - [ .
Speclalilitles adlrossed o 20U ac ZauT Valpolo, Mooooohioio st

" or such other address 23 it may from time to time last have

in provided for the giving of such notices, and in the case

—~

of Lorillard addressed to it at 119 West 40th Street, New York

18, New York, or such other address as it may from time to

time last have specifled by written notice to Specialties in

tne manner herein provided for the giving of such notices.
34, This agreement shall be binding upon and 1lnure

to the benefit of the parties hereto and their successors

and assigns, subject to the requirement for consent to assign-
ment provided in.paragraph 26 hereof.

35, Fire, differences with workmen, strikes, sit-
accidents to plant cr equipment, failure of

—~— 4 - -
Loy or Tasstricticons, am-

ory or sqguipnment, gov?rn:cnt Teasuls
bargoes, insurrection, acts of public enemy, or acte of God,
or any other contingencles beypnd the control of Specislties,
wbether'rolatod §r unrelated, or s imilar, or dissimilar, to

any of the foregoing, shall excuse non-delivery, and Specilal-

25




tios shall not in any manner-whatsoever be 1liable thererfor.
e Similar causes, unavoidable by Lorillard, shall be suffi. =
clent excuse for the failure of Lorillard fo take tobacco
" ‘smoke filter materisl under this contract, beyond such as is
‘in transit, until such contingenclea are removed. In case
of any non-delivery by Speciazlties to Lorillard hersunder -
not sxcused as in this paragraph provided, Lorillard shall, ~—=—-—
upon ten (10) days' prior written notice to Speclalties, nave
'"tho right to take possession of the Jointly-owned propertyl
‘and to operate the same in the name and for the account of
Specialtles until such time as Lorillard shall receive from
Spocialties reasonable assurances that Specialties 1s ready,
willing and eble to make future deliveries to Lorillard
hereunder.
36. Notwitbstanding any other provision hereof,
neither party shall be deemed In default hereunder for non-
performance of any undertaking herein the perforuance of

which {s forbidden by any applicable law, ordinance or rsgu-

lations of any govermmontal authority, or written order or

direction issued pursuant thereto. Either party receiving
notlcs ol any lar, ordinance, vooilotion coooorooo 0o T
which it ‘docms applicable shall “urnish tho other wliih & 2C0T7
thoereor.

37. 1If any term or provision of this agresment,
- or any application thereof to any person or circumstances,

shall to any extent be invalid or unenforceabls, the re-

& 26 T T




meinder of this agreement, and every application of such

*

term or provision to persons or circumstances other than those
as to which it is invalid or unenforceabls, shall not be gf-—-

fected thereby, and each term and provision of this agreement

;ahall be valid and enforced to the fullest extent permitted. by

. ————

law.

38. The provisions of this contract zhall be inter-

—~ S Sy S o -~ T P o oo . - - . - ..
corlancy WL TIL TN oy Zao SSoo IIunouiots i
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preved in
. achusetts.

IN WITNESS WHEREOF said E & V Speclalties Co., Inc.
hé.s caused .thias instrument to be ‘exocutc‘d in 1t® ngme and its o
corporate seal to be hereto affixed by 4its Treasurer and
Clerk thereunto duly authorized, and sald
P. Lorillard Company has caused this instrument to be. executed
in its npame and 1ts corporats seal to be hersto affixed by

its Pregident and Secretary thereunto duly author-

ized, 211 on the dey and year above written.

H & V SPECIALTIES CO., INC,.

pis /
ATTZST By Sl leeces ;’\W
. /</9 Its Treasuren

P, LORILLARD CCURANT

ATTEST: M 1 G A
o /1&%9;{?7 : 1ts President o
Lokl

IEESeoretary-
(SEAL)




| Ty |

- COMMONWEALTH OF MASSACHUSETTS
\-,_",' ._{"__ LY :.-; QL » 1952
Then personally appeared the above-named i o
' Bruce G. Lennox and aclknowledged the
foregoing instrument to be the free act and deed._o_r .a__siq_%

- -~ _ —

H & VvV Speclalil:c

-~

-y PEPOSEEN

Before me,

/.". r
\/Z£ZZ»VL 7 -__/4¢Z7L
Notary Puolic
My Comatissisg Exoires

My commission expires June; snzg—

STATE OF NEW YORK

COUNTY OF XEW YOREK 38. February lith , 1952

Then personally appeared the sbove-named

H. A, Kont and acknowledged the

foregolng instrument to be the free act and deed of =aiad

®, Lorillaerd Company.

Rylome o,

Of. oo

N ' ~ o .

o’ ///A LA s /'/‘/ R PRSP S
T 5 —— s T ST
O y&.J ;¢DL“C O, . .

ViLliaAN S0 DF
NOTARY PUBLIC. Sa
My commission expires No 246083

Qualified in King
Corta. Ried wath Kings
New York County Cie
Comumission expires V



